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DETAILED ACTION 

Information Disclosure Statement 

1 . The information disclosure statement filed 2/1 8/2005 fails to comply with 37 CFR 
1 .98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 
Note that the Notice of DO/EO acceptance mailed 9/28/2005 lists only the following as 
received: 

The following items have been received: 

• Copy of the International Application filed on 02/18/2005 

• English Translation of the I A filed on 0211812005 

• Copy of the International Search Report filed on 02/18/2005 

• Copy of IPE Report filed on 0211812005 

• Preliminary Amendments filed on 02/18/2005 

• Information Disclosure Statements filed on 02/18/2005 

• Oath or Declaration filed on 08/10/2005 

• Request for Immediate Examination filed on 02/18/2005 

• U.S. Basic National Fees filed on 021 1812005 

• Substitute Specification filed on 0211812005 

• Priority Documents filed on 02/18/2005 

1893.03(g) Information Disclosure Statement 
in a National Stage Application 
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[R-3] 



When all the requirements for a national stage 
application have been completed, a pplicant is notified 
(Form PCT/DO/EO/903) of the acceptance of the 
application under 35 U.S.C. 37K including an itemized 
list of the items received. The itemized list 
includes an indication of whether a copy of the international 
search report and copies of the references 
cited therein are present in the national stage file. The 
examiner will consider the documents cited in the 
international search report, without any further action 
by a pplicant under 37 CFR 1 .97 and 1 .98, when both 
the international search report and copies of the documents 
are indicated to be present in the national stage 
file. The examiner will note the consideration in the 
first Office action. There is no requirement that the 
examiners list the documents on a PTO-892 form. See 
form paragraphs 6.53, 6.54, and 6.55 (reproduced in 
MPEP § *>609.03<). Otherwise, applicant must follow 
the procedure set forth in 37 CFR 1 .97 and 1 .98 in order 
to ensure that the examiner considers the documents 
cited in the international search report. 

This practice applies only to documents cited in the 
international search report relative to a national stage 
application filed under 35 U.S.C. 371. It does not 
apply to documents cited in an international preliminary 
examination report that are not cited in the 
search report. It does not apply to applications filed 
under 35 U.S.C. 1 1 1(a) claiming the benefit of an 
international application filing date. 

Applicant states that courtesy copies of the missing documents were provided with the 
response mailed 10/29/2007. No such copies were received, thus again the documents 
are not considered. The omission is no longer considered inadvertent. 

Claim Rejections - 35 USC § 112 
2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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3. Claim 18 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The added material which is not supported by the 
original disclosure is as follows: the surface of the head to which the shank is attached 
includes toothing to prevent unscrewing. The only support for any toothing that 
examiner can find is at the bottom of Column 2, in paragraph [0027]: 

[0Q27] Furthermore, it is possible to provide a star-shaped 
toothing at head 2, which represents an additional guard 

, which is completely silent 

on which head surface has the toothing - it is described as provided at the head , not 
even necessarily on the head. As written, the toothing must be on the surface to which 
the shank is attached, which is underside of "36" in reference, or underside of "2" of 
applicant. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9-11,13-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 9 recites "the surface of the head that is opposite the shank is smooth". A 
surface opposite is generally taken to mean facing, absent some definition. Examiner 
also notes that "the surface of the head" lacks antecedent basis. Noting a quote from 
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applicant's arguments on 10/29/2007: " Claim 9, as presented, provides that at least 
the surface opposite the shank is smooth, and further provides..." so it is clear that 
applicant is intending to describe the surface as opposite the shank, not the head. 
Examiner does not really consider "opposite" to be a good description, but since it is 
used, the only surface that she can even broadly consider "opposite the shank" is the 
facing surface of the head— ie, the planar surface of 36, which is directly across from 
the shank. 

Definitions of opposite on the Web: 

• being directly across from each other; facing; "And I on the opposite shore will be, ready to ride 
and spread the alarm"- Longfellow; "we lived on ... 

• face-to-face: directly facing each other; "the two photographs lay face-to-face on the table"; "lived 
all their lives in houses face-to-face across the street"; "they sat opposite at the table" 
wordnet.princeton.edu/perl/webwn 

Claims 10,11, and 13-18 are rejected as depending from rejected claim 9. 

5. Claim 14 recites the limitation "the thread" in line 3. There is insufficient 
antecedent basis for this limitation in the claim, as there are threads disclosed in both 
the bushing and on the bolt. 

Drawings 

6. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the toothing included 
on the surface of the head to which the shank is attached must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
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prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

7. The amendment filed 10/29/2007 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: the surface of 
the head to which the shank is attached includes toothing to prevent unscrewing. The 
only support for any toothing that examiner can find is at the bottom of Column 2, in 

[0027] Furthermore, it is possible to provide a star-shaped 
toothing at head 2, which represents an additional guard 
paragraph [0027]: , which is 

completely silent on which head surface has the toothing - it is described as provided at 

the head , not even necessarily on the head. . As written, the toothing must be on the 
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surface to which the shank is attached, which is underside of "36" in reference, or 
underside of "2" of applicant. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 9-11,13-14, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jacob et al USP 6309132 

Jakob teaches a fastening comprising 

A first component with a threaded bushing (housing 10 with threaded inserts 
16,18, Column 2 lines 52-65) 

a 2 nd component (column 40) with a keyhole-like cut out with a smaller 50,52 and 
larger opening 46,48 (42,44, see Column 2 line 64-Column 3 line 6) 

a self-locking (Column 3 lines 18-23, copied below) bolt 20 configured to be 
screwed into bushing such that it is guided with the head (24,36 is considered the head) 
through the larger opening (Fig 2) and head engages behind the smaller cut out, said 
bolt having tool engagement surfaces 32 at an end of the shank 28, and the head is 
round and has a smooth surface (at least 36 is round and has a smooth surface). Note 
that "36" is considered part of the head, and "36" is clearly the surface of the head that 
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is opposite (directly across from is assumed) the shank, not "24". "36" is round and has 
a smooth surface. 

Re claim 10: engagement surfaces are TORX® which is an external teething. 

Re claim 11: Left hand thread is taught in Column 3 line 24-25. 

Re claim 13: Self-locking bolt is taught in Column 3 lines 17-23 as a coated 

shank is partially provided with a plastic coating 60 which 
allows the fastener 20 to remain in the pre -assembled 2 ® 
position. The coating 60 not only secures the pre-assembled 
state, but also locks the screw when finally tightened as 

thread 60. sh0WB * na L 




FIGJ FIG.2 FIG.3 

Re claim 14: It has been held that all threads are to some extend thread-forming 

for a corresponding bore, and thus would be for a corresponding bushing. As noted 

above, the thread and its coating are self-locking. 

Re claim 17: The fasteners are described as threaded shanks in Column 2: 
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Threaded fasteners 20, 22 are provided with a head 24, 26, 
threaded shanks 28, 30 and ends 32, 34, The threaded shank 
28, 30 are threaded into the inner threads of the inserts 16, 
60 18. The ends 32, 34 of the shanks 28, 30 each have a 
Torx-portion. The heads 24, 26 have integrally formed radial 
flanges 36, 38, Anon-threaded portion 29 joins the heads 24, 
26. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jakob et al USP 6309132 in view of EP 0747604. As noted above, examiner was 
unable to obtain a copy of the document, but she did obtain a copy of the figures, and 
thus is applying the reference as best she can, rather than give no opinion until the 
entire document is submitted. 

EP 604 teaches a similar fastener to that of Jakob, but includes mating parts 
36,38 which serve to prevent both rotation and translation of the 1 st component when 
assembled. Therefore, it would have been obvious to one of ordinary skill in the art, 
having the teachings of Jakob and EP 604 before him at the time the invention was 
made, to modify Jakob as taught by EP604 to include translational and rotational guards 
to prevent translation of the 1 st component and rotation of the 1st component in order to 
obtain a secure and stable assembly. One would have been motivated to make such a 
combination because if the components were allowed translational and/or rotational 
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movement, the heads could move to the larger hole of the keyhole and the assembly 
would come loose. 




12. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jakob et 
al USP 6309132 in view of Deblieux, United States Patent number 367196. 



Jacob is silent on the fastening assembly as recited in claim 9, wherein the 
surface of the head to which the shank is attached includes toothing to prevent 
unscrewing. It is well known in the art to provide teeth to bite into a surface to prevent 
unscrewing, as, for example, explicitly taught by Deblieux, who teaches a nut, with teeth 
which are used to grip into the material in which the nut end surface presses against to 
prevent unscrewing, in Column 1: 
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When the nut thus described' is applied to 

a bolt and brought to bear upon the surface 
45 of the body to which the bolt is applied, the 

teeth o are brought into engagement with the 

surface, and when the nut is turned down 

upon the bolt so as to bring the portions of 

the rims C carried by the arms b iDtermedi- 
50 ate between the ratchet teeth down firmly 

upon the surface* the combined pressure of 

all the arm* will hold the work to which the 

nut is applied, while the ratchet-teeth willpre- 

verit the unscrewing of the nut ■ 

Therefore, it would have been 
obvious to one of ordinary skill in the art, having the teachings of Jacob and Deblieux 
before him at the time the invention was made, to modify Jacob as taught by Deblieux 
to include the gripping teeth of Deblieux, in order to obtain a fastener face that would 
bite into the surface against which it pressed to prevent unscrewing . One would have 
been motivated to make such a combination because a secure attachment would have 
been obtained, as taught/suggested by Deblieux in Column 1. 

Response to Arguments 

13. Applicant's arguments filed 10/29/2007 have been fully considered but they are 
not persuasive. 

14. As noted above, Jacob teaches a self-locking fastener. Jacob has a head 
wherein the head's smooth surface is opposite the shank. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine W. Mitchell whose telephone number is 571- 
272-7069. The examiner can normally be reached on Mon - Thurs 10 AM - 8 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on 571-272-7087. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Katherine W Mitchell 
Primary Examiner 
Art Unit 3677 

12/14/2007 




